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ARGUMENTS/REMARKS 



In the Office Action of January 9, 2008 (the "Office Action"): 

1. The Drawings are objected to as failing to comply with 37 CFR 1 .84(p){5) 
because they do not include the following reference sign(s) mentioned in the 
description: The specification on page 10, lines 14-15 recites (including units 301- 
304" which is different fi^om the unit numbers shown on Fig. 1. 

2. Claims 154 and 161 are objected to because these claims contain the acronym 
"BOT" without providing the original words for this acronym. 

3. Claim 1 12 is rejected under 35 USC 112, second paragraph as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention with respect to the tenn "substantially". 

4. Claim 1 13 is rejected under 35 USC 112, first paragraph as failing to comply with 
the written description requirement. 

5. Claims 1 12-161 are rejected under 35 USC 103(a) as being unpatentable over 
Chang et al (2003/125964 Al) in view of Rhoads et al (7,1 13,615 B2). 

0. Preliminary Matters 

In the present communication, the specification has been amended to correct a word 
processing error by moving the text 'Vhat computer platform and operating system was 
used)," to its correct location. It is believed that the error is readily apparent to those of 
ordinary skill in the art and the paragraph is understandable to them firom its context even 
in its imcorrected form. No new matter has been added by the movement of the text from 
its erroneous to its corrected location within the paragraph. 

In the Preliminary Amendment filed October 15, 2007, FIGS. 7 and 8 were amended and 
replacement sheets provided. However, the Office Action fails to indicate whether the 
submitted replacement sheets are accepted. Applicant respectfiilly requests that official 
acceptance of these amended drawings be provided so as to be part of the record in the 
present application. 
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1. Objection to the Drawings 

In die Prel iminary Amendment filed October 15, 2007, tlie specification was amended on 
page 10, line 15, to replace "301-304" with -101-104-. Therefore, the objection to the 
drawings is believed to be in error. 

2. Objection to Claims 1S4 and 161 because of the term BOX 

The term "BOT" is believed to be a well-known term in computer programming that is an 
abbreviation for "robot" or more particularly, a computer program that runs automatically 
such as a software agent. See, e.g., "www.webopedia.com/TERM/bot.htmr' and 
"www.acronyms.thefreedictionary.com/BOT" (copies of WebPages attached). Thus, the 
term "BOT" is not really an acronym. Therefore, reconsideration of the objection to the 
term is respectfully requested, 

3. Rejection of Claim 112 under 35 USC 112, 2"^ paragraph 

Claim 112 has been amended so that the phrase "the size of the adjunct to the content is 
substantially unchanged through the successive modifications of the adjunct to the 
content" has been replaced by "the adjimct is smaller than a concatenation of the copier 
related information", and with such amendment, the rejection of this claim under 35 USC 
112, 2"^ paragraph is believed to be overcome. A similar amendment has been made to 



To support this amendment to claim 1 12, see the example starting on page 10, line 28 
(using equation 1) in which the size of the adjunct does not change. See also, however, 
the example starting on page 27, line 26 (using equation 7) in which the size of the new 
adjunct increases over the size of the previous adjunct by the size of the term "B2" 



claim 124. 
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(which is a fixed size). In this second example, although the size of tho^adjunct changes, 
the adjunct is still smaller than a concatenation of the copier related information since the 
increase (i.e., the size of the term "B2") is significantly less than the size of the original 
adjunct (i.e., A(0) > B2). 

4. Rejection of Claim 113 under 35 USC 112, 1^* paragraph 

Claim 1 13 is cancelled herein without prejudice. Therefore, the patentability of this 
claim is no longer an issue. 

5. Rejection of Claims 112-161 under 35 USC 103(a) in view of Chang et ah and 
Rhoads et at. 

It is well established that in order to establish prima facie obviousness of a claimed 
invention, all the claim limitations must be taught or suggested by the prior art. See In re 
Royka, 490 F.2d 981, 180 USPQ 580 (CCPA 1974). 

The Office Action fails to establish prima facie.obviousness with regard to Claim 11 2 > 
because not all limitations of that cleiim are found in the combination of Chang et al. and 
Rhoads et al. as explained below. In order to teach all elements of Claim 1 12, the 
combined teachings of Chang et al. and Rhoads et al. must include: 

1. performing a functional transformation on an adjunct to content, 

2. the functional transformation must be performed each time an authorized copy of 
the content is generated in a succession of copies of the content, 

3. the functional transformation on the adjunct must be performed so that the adjunct 
is modified to include copier related information for the generation of each such 
authorized copy, 
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4. the functional transfonnation is characterized by an inverse transfonnation from 
which the copier related information for each such authorized copy is retrievable 
from the modified adjunct, and 

5. the adjunct is smaller than a concatenation of the copier related infonnation for 
the succession of copies of the content. 

A watermark is identified in tlie Office Action as being representative of claim 1 12's 
adjunct to content and is common to Chang et al. and Rhoads et al. 

Chans et al. describes updating its watemiark "by adding the consumer's IDxxxx to the 
watermark's history data." (See paragraph [0050] of Chang et al.). This suggests that 
Chang et al. uses what applicant describes as a "direct" approach for adding content 
distribution information to the adjunct. Using this approach, the new user information is 
serially added or concatenated to the adjunct each time the content is copied, which 
results in the adjimct significantly growing as the content distribution path gets longer. 
Thus, objectionable deterioration in the quality of the underlying content may result. See, 
e.g., page 5, line 23 to page 6, line 10 of the application for a description of the "direct" 
approach apparendy being used in Chang et al. and the "indirecf ' approach being used in 
applicant's invention. 

Thus, Chang et al. fails to teach the method as recited in claim 1 12 that results in an 
"adjunct that it is smaller than a concatenation of the copier related information for the 
succession of copies of die content". Therefore, the Office Action relies on Rhoads et al. 
for teaching this element of claim 1 12. As explained below, however, Rhoads et al. also 
fails to teach this element of the claim. 
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As a preliminary matter it is noted that applicant describes the use of an exclusive-OR 
(XOR) operation as one example of a fiinctional transformation. See the example starting 
on page 28, line 1 7 of the application. 

It is also noted that Rlioads et al. teaches performing an XOR between a raw bit (of an 
encoded message) and each bit of a pseudo random binary number of a pre-determined 
length to spread the raw bit as part of the process of creating a watermark signal. See 
Col. 18, lines 12-14 of Rhoads et al. However, to be properly combined with Chang et 
al. to render Claim 112 obvious, Rhoads et al. must do more than just merely show the 
use of an XOR operation to perform a function. It must teach the use of an XOR 
operation to perfomi the functional transformation as recited in Claim 112. 

In particular, where the adjunct to content is a watermark, such as the case in Chang et al. 
and Rhoads et al., in order to teach this element of Claim 1 12, the watermark must be 
"smaller than a concatenation of the copier related information for the succession of 
copies of the content," which is not the case in Chang et al., as previously explained, nor 
is it the case in Rhoads et al. 

With respect to Rhoads et al., although there is no discussion of copier related 
information or the storage of such information for a succession of copies of the content, it 
is reasonable to assume that if such information were stored in the watermark, it would be 
provided in the binary message. It is further reasonable to presume that the copier related 
information would be concatenated in the message since there is nothing to suggest 
otherwise in Rhoads et al . The watermark in Rhoads et al. also includes much more than 
a single copy of the binary message. As described in reference to a message encoder 800 
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of FIG. 8, error detection bits are generated, the error detec tion bits are added to message 
bits 802 . and raw bits are generated by an error correction coding operation from the 
combined message bit string. See Col. 17, lines 48-56. 

A spread spectrum modulator 804 then spreads each raw bit by performing an exclusive- 
OR operation between the raw bit and each bit of a pseudo random binary nimiber of a 
pre-determined length. See Col. 18, lines 7-16. Thus, the XOR operation in Rhoads et 
al. actually increases the number of raw bits (corresponding to the message) by the length 
of the pseudo random binary number. Note that the statement "preferably, the pseudo 
random number should contain roughly the same number of zeros and ones, so that the 
net effect of the raw bit on the host image is zero," does not mean that the size of the 
watermark is not increased by the spread spectrum operation. It only means that the net 
effect of the raw bit on the host image is zero since the number of times that the value of 
the raw bit is inverted is the same as the number of times the value remains the same as a 
result of the XOR operation. See Col. 18, lines 16-22. 

Thus, because of the processing performed on the message bits 802, it cannot be stated 
with certainty that the watermark is "smaller than a concatenation of the copier related 
information for the succession of copies of the content," as required to teach this element 
of Claim 112. 

Accordingly, Claim 112 is believed to be patentable under 35 USC 103(a) over Chang et 
al. and Rhoads et al. for the foregoing reasons. 
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Claims 114-123 are also believed to be patentable under 35 USC 103(a) over Chang et al. 
and Rhoads et al. since they depend from Claim 1 12, and as such, are believed to be 
patentable for at least the same reasons as stated in reference to Claim 1 12. 

Claim 124 is an apparatus claim corresponding to tlie method Claim 112, and tlierefore, is 
believed to be patentable under 35 USC 103(a) over Chang et al. and Rhoads et al. for 
basically the same reasons as stated in reference to Claim 1 12. 

Claim 125 is believed to be patentable over Chang et aL and Rhoads et al. because it 
involves "sequentially performing an inverse transformation on and extracting content 
distribution from an adjunct of a copy of the content until information of an original copy 
of the content is detected," and such a sequential performing of an inverse transformation 
is not disclosed in Chang et al. In particular, since Chang et al. apparently simply adds or 
concatenates new user information each time content is re-distributed, only a single 
extraction of the watermark from the content is presumed necessary to retrieve the history 
data. Rhoads et al., on the other hand, does not even discuss the storage and extraction of 
content distribution information in an adjunct to content. 

Accordingly, Claim 125 is believed to be patentable under 35 USC 103(a) over Chang et 
al. and Rhoads et al. for the foregoing reasons. 

Claims 126-135 are also believed to be patentable under 35 USC 103(a) over Chang et al. 
and Rhoads et al. since they depend from Claim 125, and as such, are believed to be 
patentable for at least the same reasons as stated in reference to Claim 125. 
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Claim 136 is an apparatus claim corresponding to the method Claim 125, and therefore, is 
believed to be patentable under 35 USC i03(a) over Chang et al. and Rhoads et al. for 
basically tlie same reasons as stated in reference to Claim 125. 

Claim 137 claims a method including "perfomiing a functional transformation on an 
adjunct to content in a packet of data when the packet of data is relayed by a network 
node so tliat the adjunct is modified to include identifying information of the network 
node," and such a method is neither taugiit nor suggested by Chang et al. or Rhoads et al., 
alone or in combination with each other. 

Accordingly, Claim 137 is believed to be patentable under 35 USC 103(a) over Chang et 
al. and Rhoads et al, for the foregoing reasons. 

Claims 138-142 are also believed to be patentable under 35 USC 103(a) over Chang et al. 
and Rhoads et al. since they depend from Claim 137, and as such, are believed to be 
patentable for at least the same reasons as stated in reference to Claim 137 

Claim 143 claims a method including "sequentially performing an inverse transformation 
on and extracting content distribution information from an adjunct to content in the 
packet of data until information of a source of the packet of data is detected, wherein the 
content distribution information has been included in the adjunct using a functional 
transformation corresponding to the inverse transformation," and such a method is neither 
taught nor suggested by Chang et aJ. or Rhoads et al., alone or in combination with each 
other. 
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Accordingly, Claim 143 is believed to be pataitable under 35 USC 103(a) over Chang et 
al. and Rhoads et al. for the foregoing reasons. 

Claims 144-156 are also believed to be pataitable under 35 USC 103(a) over Chang et al. 
and Rhoads et al. since they dep^d from Claim 143, and as such, are believed to be 
patentable for at least the same reasons as stated in reference to Claim 143, 

Claim 157 is an apparatus claim corresponding to the method Claim 143, and therefore, is 
believed to be patmtable under 35 USC 103(a) over Chang et al. and Rhoads et al. for 
basically Ae same reasons as stated in reference to Claim 143. 

Claims 158>161 are also beheved to be pat^table under 35 USC 103(a) over Chang et al. 
and Rhoads et al. since they depend from Claim 157, and as such, are believed to be 
patentable for at least the same reasons as stated in reference to Claim 157. 

Copdu^iyn 

Claims 1 12 and 114-161 are pending in the application. Claim 1 13 has been cancelled 
without prejudice. Reconsideralicm of the rejection of the claims is respectfully requested 
and an early notice of their allowance earnestly solicited. 



Respectfully submitted. 



Dated: April 7, 2008 




Victor H. Okumoto 
Registratic»iNo. 35,973 
(510)792-1112 
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